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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moczygemba et al. (US 5,705,569). 

Patentees disclose a polymodal styrenic block copolymer composition in which 3 
consecutive charges of initiator and styrene are used followed by a mixed charge of 
styrene/diene in specific amounts. Note Table 5 in this regard. While applicants various 
molecular weight ratios are not disclosed, those skilled in the art would deduce such 
ratios approximately based on the disclosure of Table 5 in that it is assumed in the art 
that one mole of alkyl lithium initiator initiates one mole of polymer chains. Thus the top 
molecular weight resulting from a particular charge of alkyllithium and monomer would 
be proportional to the amount of monomer and inversely proportional to the total amount 
of monomer added with the charge of alkyl lithium (or immediately after) and any 
charges of monomer added with subsequent charges of alkyl lithium (adjusted for the 
fact that some of the monomer will polymerize with the subsequent charge of alkyl 
lithium as well as with the polymeric species resulting from the first charge). A minimum 
ratio of M1/M3 for the ranges in Table 5 by for instance selecting an initiator level of 
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0.001 , 0.002 and 0.002 for the first, second and third charges respectively and an 
amount of monomer for the first second and third charges of 48,12 and 6 (such as falls 
within the disclosure of Table 5) calculates as 16 which assumes that none of the 
monomer added subsequent or with the second charge of alkyl lithium adds to the 
species resulting from the first alkyl lithium addition. Given that there would be 4 times 
as much active lithium present in the form of second and third charges of alkyl lithium, 
this assumption would more than reasonably appear to indicate M1/M3 less than 25 as 
required by the claims. Linear block copolymers would result from coupling with 
difunctional coupling agents such as are disclosed by the patent and as would be 
understood by those skilled in the art. With re to applicants polydispersities, 
polydispersities resulting from a single charge of alkyl lithium and a single charge of 
monomer are understood by those skilled in the art to be generally fairly narrow and 
applicants lower value of polydispersity of 3.25 is roughly double of what those skilled in 
the art would expect from a single charge of styrene and butyl lithium. However given 
the multiple additions of alkyl lithium and monomer, those skilled in the art would 
assume substantial broadening of molecular weight distribution for the above proposed 
charge sequence such than molecular weight distribution would lie within the metes and 
bounds of the claims. While the examples of the patent do not reasonably appear to 
inherently produce styrene blocks with applicants M1/M3, for the reasons set out above 
those skilled in the art would assume that applicants characteristics would be inherently 
produced by choice of monomer and imitator amounts falling within the ranges of Table 
5. Hence to arrive at applicants composition based on the patent disclosure would have 
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been obvious to a practitioner having an ordinary skill in the art at the time of the invent 
in the expectation of adequate results absent any showing of surprising or unexpected 
results. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-28 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-10 of 
copending Application No. 10/549,574. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the scope of the claims 
overlap. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The Declaration under 37 CFR 1 .1 32 filed 1 1 -1 7-08 is insufficient to overcome 
the rejection of claims 1-28 based upon Moczygemba ('569) as set forth in the last 
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Office action because: Firstly, applicants have used a much higher ratio of butyl lithium 
to coupling agent in the inventive example (hereinafter "experiment 2") than in the 
example supposedly according to Moczygemba'569 (hereinafter "experiment 1") and as 
the number of moles of chains generated is assumed in the art to be equal to the 
number of moles of initiator in alkyl lithium initiated polymerization of styrene/dienes, the 
amount of uncoupled polymer and/or branching would be expected to be substantially 
different in example 1 than in example 2. It is noted that the uncoupled polymer would 
be expected to not posses all terminal styrenic blocks and that SBC's with terminal 
styrenic blocks are well known in the art to have much different properties than those 
without. In any case the presence of different levels of coupling and or branching in 
experiment 1 and 2 products rely on limitations not present in the claims. Secondly, no 
data regarding the coupling agent is disclosed by applicants declaration and it is 
therefore unclear if the same ratio of coupling agent to active chains is used in 
experiment 1 as in the reference. Thirdly, the reference requires THF or other polar 
modifier such as is not present in either experiment 1 or 2. Fourthly, ( a minor 
objection), given that the density of applicants catalyst solution is not reported it is not 
clear the amount of butyl lithium is the same in the reference as in example 1 . Fifthly, 
item 1 1 recites that the energy absorbed is 0.015 in experiment 2 while the Table on 
page 7 reports a value 10 times higher. Sixthly, impact strength would be expected to 
be higher for applicants compositions since applicants copolymers have substantially 
more butadiene and therefore allegations regarding impact strength are not unexpected 
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Applicant's arguments filed 1 1-17-08 have been fully considered but they are not 
persuasive. 

The defects in applicants declaration have been set out above. With regard to 
applicants various arguments dealing with the prima facie case of obviousness, it is true 
that no example having all of applicants limitations in combination are not present in the 
reference, and specifically embodiment 3. However, as set out in the above rejection all 
of applicants limitions are taught by the reference or are features which those skilled in 
the art would assume would arise naturally from following the teachings of the 
reference. It is noted that applicants various limitations appear to be inherent in example 
1 except for differences in claimed vinyl aromatic content (which lie within the broad 
teachings of the reference) and a different polydispersity in experiment 1 than required 
by the claims. However the polydispersity of experiment 1 is only slightly lower than 
required by the claims despite the fact that much greater polydispersities would be 
expected by varying the ratios of styrene monomer in the various charges as well as 
amounts of initiator. Applicants allege different properties between their materials and 
those of the reference but unless applicants can provide data properly comparative to 
the closest prior art (in the instant case that relied upon) of properties which are 
unexpectedly improved, such allegations are not probative of patentability. 
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Any inquiry concerning this communication should be directed to Jeffrey C. 
Mullis, 9-5pm, M-F at telephone number 571 272 1075. 



Jeffrey C. Mullis 
Primary Examiner 
Art Unit 1796 

JCM 
12-11-08 



/Jeffrey C. Mullis/ 

Primary Examiner, Art Unit 1796 



